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DETAILED ACTION 
Response to Amendment 

1 . In response to the office action from 10/1 1/2006, the applicant has submitted an 
amendment, filed 4/1 1/2006, canceling all previously filed claims, while adding claims 46-64 
and arguing to traverse the art rejection based on the limitation regarding transmitting document 
type information to a server (Amendment, Page 7). The applicant's arguments have been fully 
considered but are moot with respect to the new grounds of rejection, necessitated by the newly 
added claims and further in view of Janay et al (U.S. Patent: 6,061,694). 

Claim Objections 

2. Claims 53-65 are objected to because of the following informalities: 

Two claims are numbered 53, thus causing claim numbers 53-64 to be incorrect. The 
claims should be correctly renumbered. The claims will be referred to by their correct numbers 
for the remainder of the Office Action. 

In claim 54 (incorrectly numbered claim 53), line 1, "devices" should be changed to - 
device—. 

Appropriate correction is required. 
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Claim Rejections - 35 USC § 112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

4. Claims 50, 58, and 64 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. More specifically, claims 50, 58, and 64, recite that an indication of an 
application that has a document open at a client computing device is either sent from a client 
device or received at a server as further context, which is not disclosed in the specification. The 
specification only recites that context information includes user identity, user role, and type of 
document (Page 12, first paragraph), and not an indication of an application that has a document 
open. Thus, claims 50, 58, and 64 are directed towards new matter. 



Claim Rejections - 35 USC § 101 



5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

6. Claims 55-65 are rejected under 35 U.S.C. 101 because the claimed invention is directed 



to non-statutory subject matter. 
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Claims 55-65 are drawn to set of instructions, not a computer readable medium storing or 
embedding a program, as recited in the preamble ("computer-readable medium with 
instructions") and as such is non-statutory subject matter. See MPEP § 2106IV.B.l.a. Data 
structures not claimed as embodied in computer readable media are descriptive material per se 
and are not statutory because they are not capable of causing functional change in the computer. 
See, e.g., Warmerdam, 33 F.3d at 1361, 31 USPQ2d at 1760 (claim to a data structure per se held 
nonstatutory). Such claimed data structures do not define any structural and functional 
interrelationships between the data structure and other claimed aspects of the invention, which 
permit the data structure's functionality to be realized. In contrast, a claimed computer readable 
medium encoded with a data structure defines structural and functional interrelationships 
between the data structure and the computer software and hardware components which permit 
the data structure's functionality to be realized, and is thus statutory. Similarly, computer 
programs claimed as computer listings per se, i.e., the descriptions or expressions of the 
programs are not physical "things." They are neither computer components nor statutory 
processes, as they are not "acts" being performed. Such claimed computer programs do not 
define any structural and functional interrelationships between the computer program and other 
claimed elements of a computer, which permit the computer program's functionality to be 
realized. 
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Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 46-50, 54, and 61-64 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Jokela et al (U.S. Patent Publication: 2002/0184247) in view of Allen et al (U.S. Patent: 
6,026,410) and further in view of Janay et al (U.S. Patent: 6,061,694). 

With respect to Claims 46 and 61, Jokela discloses: 

Receiving from a user text entry into a document of a document type (entering text into 
an application document, Paragraph 0021, wherein application documents are of different 
spreadsheet types (for example- weather, travel, stock prices, etc.), Paragraphs 0021, 0023, and 
0025, or from different programs (for example word processing, presentation, or publishing 
applications), Paragraph 0026); 

Transmitting to a server computing device the text command and context (transmitting a 
text command and a data block identifier to an aggregator server, Paragraph 0016); and 

Receiving from the server computing device an indication of an action to be performed 
on the document, the action being specific to the command and context (retrieving and 
displaying a menu of smart tags and associated descriptions, Paragraphs 21-22, 24, and 26), 
wherein the server computing device provides indications of different actions for the linguistic 
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component for different contexts (smart tags that provide associations between specific 
documents and various data block resources, Paragraphs 0020-0023); and 

Performing the action on the document to exhibit a behavior in the document 
(automatically entering tag data in a new or programmed spreadsheet or other application 
document, Paragraphs 21-22, 24, and 26). 

Jokela further discloses method implementation as a program stored in a computer 
memory (paragraph 0015). 

Jokela does not specifically disclose parsing a text entry made by a user in a document to 
identify at least one linguistic component of the text entry, however Allen recites a method and 
system for carrying out an action in a document associated with a keyword that parses a natural 
language text input from a user for keyword identification (Col 5, Line 57- Col. 6, Line 11). 

Jokela and Allen are analogous art because they are from a similar field of endeavor in 
text document processing systems. Thus, it would have been obvious to a person of ordinary 
skill in the art, at the time of invention, to modify the teachings of Jokela with the parsing means 
taught by Allen in order to implement a more efficient data entry means that allows a user to 
input commands in free form (Allen, Col. 2, Lines 6-8; and Col. 9, Lines 9-12). 

Although Jokela seems to indicate that there is a correspondence between various Office 
document types and resource data blocks, a context indication of which is transmitted to an 
aggregator in addition to a text command (Paragraphs 0016 and 0020), Jokela does not explicitly 
disclose that the context information includes a document type. Janay, however, discloses the 
concept of transmitting a document type code to fill in appropriate data within a document (Col. 
3, Line 50- Col. 4, Line 26). 
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Jokela, Allen, and Janay are analogous art because they are from a similar field of 
endeavor in text document processing systems. Thus, it would have been obvious to a person of 
ordinary skill in the art, at the time of invention, to modify the teachings of Jokela in view of 
Allen with the document type code taught by Janay in order to ensure that data entered into a 
particular type of document is appropriate and correct (Janay, Col 1, Lines 32-38; and Col 3, 
Lines 64-66). 

With respect to Claims 47 and 62, Jokela discloses an aggregator server that maintains a 
mapping between text commands and data blocks and indicates that there is a correspondence 
between various Office document types and resource data blocks, a context indication of which 
is transmitted to an aggregator in addition to a text command (Paragraphs 0016 and 0020), while 
Janay specifically teaches a document code, as applied to claim 46. 

With respect to Claim 48, Jokela further discloses: 

When a parsed linguistic component does not uniquely correspond to a linguistic 
component with a correspondence to an action, displaying an indication of multiple linguistic 
components, receiving from the user a selection of one of the multiple linguistic components, 
transmitting an indication of the selected linguistic component to the server computing device, 
receiving from the server computing device and indication of an action, and performing the 
action on the document (retrieval and display of multiple annotations associated with an input 
command, selection of an annotation, retrieval of the selected annotation at the aggregator 
server, and entering the annotation into a document, Paragraphs 0021-0023). 

With respect to Claims 49 and 63, Janay further discloses: 



Application/Control Number: 10/020,343 Page 8 

Art Unit: 2626 

The document type identifies a template (document code associated with a template, Col 
4, Lines 8-26). 

With respect to Claims 50 and 64, Janay further discloses: 

Transmitting to the server computing device an indication of an application that has the 
document open at the client computing device as further context (associations between Office 
program documents and data blocks, transmitted data block information, Paragraphs 0016 and 
0020, and various program applications that are associated with the documents, Paragraph 
0026). 

With respect to Claim 54 (second claim 53), Jokela further discloses: 

The server computing device receives linguistic components and document types from 

multiple client computing devices (communication between an aggregator server and multiple 

users, Paragraph 0026). 

9. Claims 51-52 are rejected under 35 U.S.C. 103(a) as being unpatentable over Jokela in 
view of Allen et al in view of Janay et al and further in view of Goldberg et al (U.S. Patent: 
6,598,046). 

With respect to Claims 51-52, Jokela in view of Allen and further in view of Janay 
teaches the text parsing and tag identification method as applied to Claim 46. Jokela in view of 
Allen and further in view of Janay does not specifically teach providing tag access based upon a 
user's role, however Goldberg discloses document tags that are only accessible based on a user 
role identification (Col. 4, Line 56- Col 5, Line 38). 
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Jokela, Allen, Janay, and Goldberg are analogous art because they are from a similar field 
of endeavor in text data processing. Thus, it would have been obvious to a person of ordinary 
skill in the art, at the time of invention, to modify the teachings of Jokela in view of Allen and 
further in view of Janay with the user specific document tags as taught by Goldberg in order to 
implement a means for document retrieval that aligns more closely with the needs an strategies 
of an individual user (Goldberg, Col. 2, Lines 31-43). 

10. Claims 53 and 65 are rejected under 35 U.S.C. 103(a) as being unpatentable over Jokela 
et al in view of Allen et al in view of Janay et al and further in view of de Hita et al (U.S. Patent: 
6,081,774). 

With respect to Claim 53 (first claim 53), Jokela in view of Allen and further in view of 
Janay teaches the text parsing and tag identification method as applied to Claim 46. Jokela in 
view of Allen and further in view of Janay does not specifically suggest specifying synonyms 
and linguistic annotations for a tag, however de Hita discloses a dictionary creation means for 
associating semantic (synonym) and syntactic data with a tag (token) (Col. 3, Lines 1-20; and 
Col. 11, Lines 8-56). 

Jokela, Allen, Janay, and de Hita are analogous art because they are from a similar field 
of endeavor in information retrieval systems. Thus, it would have been obvious to a person of 
ordinary skill in the art, at the time of invention, to modify the teachings of Jokela in view of 
Allen and further in view of Janay with the dictionary creation means taught by de Hita in order 
to ensure proper representation of a text's content (de Hita, Col. 2, Lines 9-20). 
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Claim 65 contains subject matter similar to Claim 53 (first claim 53), and thus, is 
rejected for the same reasons. 

1 1 . Claims 55 is rejected under 35 U.S.C. 103(a) as being unpatentable over Jokela in view 
of Janay et al. 

With respect to Claim 55, Jokela discloses: 

Providing a correspondence of linguistic components and contexts that includes 
document types to actions (smart tags that provide associations between specific documents and 
various data block resources, Paragraphs 0020-0023); 

Receiving from a client computing device an indication of a linguistic component and a 
context (receiving a text command and a data block identifier at an aggregator server, 
Paragraph 0016)\ 

Identifying an action that corresponds to the action of the indicated linguistic component 
and context (comparing entered text to resource data blocks to retrieve an smart tag annotation, 
Paragraphs 0021-0025); and 

Sending to the client computing device an indication of the identified action so that the 
computing device can perform the action on the document to exhibit a behavior in the document 
(transmitting and automatically entering tag data in a new or programmed spreadsheet or other 
application document, Paragraphs 21-22, 24, and 26). 

Jokela further discloses method implementation as a program stored in a computer 
memory (paragraph 0015). 
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Although Jokela seems to indicate that there is a correspondence between various Office 
document types and resource data blocks, a context indication of which is transmitted to an 
aggregator in addition to a text command (Paragraphs 0016 and 0020), Jokela does not explicitly 
disclose that the context information includes a document type. Janay, however, discloses the 
concept of transmitting a document type code to fill in appropriate data within a document (Col. 
3, Line 50- Col. 4, Line 26). 

Jokela and Janay are analogous art because they are from a similar field of endeavor in 
text document processing systems. Thus, it would have been obvious to a person of ordinary 
skill in the art, at the time of invention, to modify the teachings of Jokela with the document type 
code taught by Janay in order to ensure that data entered into a particular type of document is 
appropriate and correct (Janay, Col 1, Lines 32-38; and Col 3, Lines 64-66). 

12. Claims 56-58 are rejected under 35 U.S.C. 103(a) as being unpatentable over Jokela et al 
in view of Allen et al in view of Janay et al and further in view of de Hita et al (U.S. Patent: 
6,081,774). 

With respect to Claim 56, Jokela in view of Janay teaches the text parsing and tag 
identification method as applied to Claim 54. Jokela in view of Janay does not specifically 
suggest specifying synonyms and linguistic annotations for a tag, however de Hita discloses a 
dictionary creation means for associating semantic (synonym) and syntactic data with a tag 
(token) (Col 3, Lines 1-20; and Col 11, Lines 8-56). 

Jokela, Janay, and de Hita are analogous art because they are from a similar field of 
endeavor in information retrieval systems. Thus, it would have been obvious to a person of 
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ordinary skill in the art, at the time of invention, to modify the teachings of Jokela in view of 
Janay with the dictionary creation means taught by de Hita in order to ensure proper 
representation of a text's content (de Hita, Col 2, Lines 9-20). 

Claim 57 contains subject matter similar to Claim 48, and thus, is rejected for the same 
reasons. 

Claim 58 contains subject matter similar to Claim 50, and thus, is rejected for the same 
reasons. 

13. Claims 59-60 are rejected under 35 U.S.C. 103(a) as being unpatentable over Jokela in in 
view of Janay et al in view of de Hita et al and further in view of Goldberg et al (U.S. Patent: 
6,598,046). 

With respect to Claims 59-60, Jokela in view of Janay and further in view of de Hita 
teaches the text parsing and tag identification method as applied to Claim 55. Jokela in view of 
Janay and further in view of de Hita does not specifically teach providing tag access based upon 
a user's role, however Goldberg discloses document tags that are only accessible based on a user 
role identification (Col. 4, Line 56- Col 5, Line 38). 

Jokela, Janay, de Hita, and Goldberg are analogous art because they are from a similar 
field of endeavor in text data processing. Thus, it would have been obvious to a person of 
ordinary skill in the art, at the time of invention, to modify the teachings of Jokela in view of 
Janay and further in view of de Hita with the user specific document tags as taught by Goldberg 
in order to implement a means for document retrieval that aligns more closely with the needs an 
strategies of an individual user (Goldberg, Col 2, Lines 31-43). 
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Conclusion 

14. Applicants amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

15. The prior art made of record and not relied upon is considered pertinent to applicants 
disclosure: 

Anderson et al (U.S. Patent: 6,021,202)- discloses a method for creating document type 
definitions. 

Belfiore et al (U.S. Patent Application Publication: 2002/0059425)- discloses the use of 
smart tags in a document schema. 
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16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James S. Wozniak whose telephone number is (571) 272-7632. 
The examiner can normally be reached on M-Th ? 7:30-5:00, F, 7:30-4, Off Alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Edouard can be reached at (571) 272-7603. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



James S. Wozniak 
6/12/2007 
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